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demonstrate that the finding was arbi-
trary, capricious, or an abuse of discre-
tion. If the Board reverses the finding 
as to the justification for a hearing, 
the petition shall be heard by the 
Board in accordance with the proce-
dures outlined in paragraph (d) of this 
section. 

(d) When it has been determined, in 
accordance with paragraph (b) of this 
section, that a hearing is justified, the 
Board shall so notify the petitioner and 
the licensee, and the Board shall pub-
lish a Notice in the FEDERAL REGISTER 
advising the public that a hearing is to 
be scheduled. The Notice shall describe 
the subject matter of the hearing and 
shall advise of the right of any inter-
ested person to file a petition with the 
Board, within thirty (30) days of the 
Notice, showing cause why he should 
be added as a party to the hearing. The 
Board shall, in its discretion, deter-
mine who should be added as a party. 

(e) Any party shall have the right to 
request a full evidentiary hearing on 
the matter. In lieu thereof, if the par-
ties agree, the matter may be decided 
at an ‘‘informal’’ hearing in which no 
party has the right to call and cross- 
examine witnesses, but in which the 
parties have the right to present oral 
argument to the Board to supplement 
briefs, affidavits, and other documen-
tary evidence that may have been sub-
mitted. Any hearing and related proce-
dures shall be conducted pursuant to 
the Rules of Practice of the Depart-
ment of Energy Board of Contract Ap-
peals, 10 CFR part 1023, modified as the 
Board may determine to be necessary 
or appropriate. 

(f) If petitioner alleges that the ex-
clusive or partially exclusive license 
has tended substantially to lessen com-
petition or to result in undue con-
centration in any section of the coun-
try in any line of commerce to which 
the technology relates, the petitioner 
shall have the burden to prove the alle-
gation by a preponderance of evidence. 

(g) If petitioner alleges that licensee 
has failed to accomplish substantial 
utilization of the invention and has 
presented sufficent proof, in accord-
ance with paragraph (b) of this section, 
to justify a hearing on the matter, the 
licensee shall have the burden to prove, 
by a preponderance of evidence, that he 

has taken effective steps, or within a 
reasonable time thereafter is expected 
to take such steps, necessary to accom-
plish substantial utilization of the in-
vention. 

(h) The Board shall make findings of 
fact and render a conclusion of law 
with respect to the challenged license. 
The conclusion of the Board shall con-
stitute the final action of the Depart-
ment on the matter. 

SPECIAL PROVISIONS 

§ 781.71 Litigation. 

(a) An exclusive or partially exclu-
sive licensee may be granted the right 
to sue at his own expense any party 
who infringes the rights set forth in his 
license and covered by the licensed pat-
ent. Upon a determination that the 
Government is a necessary party, the 
licensee may join the Government of 
the United States, upon consent of the 
Attorney General, as a party complain-
ant in such suit. The licensee shall pay 
costs and any final judgment or decree 
that may be rendered against the Gov-
ernment in such suit. The Government 
shall have the absolute right to inter-
vene in any such suit at its own ex-
pense. 

(b) The licensee shall be obligated to 
furnish promptly to the Government, 
upon request, copies of all pleadings 
and other papers filed in any such suit 
and of evidence adduced in proceedings 
relating to the licensed patent, includ-
ing but not limited to, negotiations, 
agreements settling claims by a li-
censee based on a licensed patent, and 
all other books, documents, papers and 
records pertaining to such suit. If, as a 
result of any such litigation, the pat-
ent shall be declared invalid, the li-
censee shall have the right to sur-
render his license and be relieved from 
any further obligation thereunder. 

§ 781.81 Transfer of custody. 

The Department may enter into an 
agreement to transfer custody of any 
patent to another Government agency 
for purposes of administration, includ-
ing the granting of licenses pursuant to 
this part. 
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